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Claims 18-54 and 56-61 are pending. AD of the pending ddtm stand rejected. 
Applicants respectfldly requ^t reconsideration of the rejections based on the following remarks. 
Wlule Applicants do not acquiesce in m assertions, AppUcants do comment on issues relating to 
features of the dependent claims since these issues are presently moot in. view of the deficiencies 
of the references with respect to the independent claims, as described below. 

p^^;^«. TT«Hqr y s c. S 112 

The Examiner rejected claims 56-61 under 35 U.S.C. § 1 12, first paragraph for 
feihire to meet the written desa^tion requirement. In particular, the Examiner asserts that the 
application as filed does not support the limitation that the substrate does not allow gas to flow 
through the substrate. With all due respect, this rejection seems veiy surprising for many 
reasons. First, this feature was first claimed in an amendment dated January 22, 2002. This 
rqection was not raised at the time. Also, non-porous substrates ar« described repeatedly 
throughout the specification. In particular, these embodiments are described in the examples. 
Referring to MPEP 2163.04 (I)(emphasi3 added), "the examiner must set forth express findings 
of feet which support the lack of written description conclusion." The Examiner has not met this 
requirement smce no findings of feet have been cited. The Examiner has feUen for short of 

estaMishtng a pjcm Me case of lack of writtai description. 

Applicants respectfiiUy request wididrawal of the rejection of claims 56-61 under 

35 U.S .C. § H 2, first paragraph for feihire to meet the written description requirement. 

Rejections Ove r AV'^'i? ^ ^ ^ and Rao et al 

The Examiner rejected claims 18-29, 33-42. 44, 46-51, 55-57 and 59-61 under 35 

U.S.C. § 103(a) as being ui^atentable over U.S. Patent 6,280,802 to Akedo el al. (the Akedo 

patent), in view of U. S. Patent 5,958,348 to Bi et aL (the Bi patent) and U.S. Patent 5,874,1 34 to 
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Rao et aL (the Rao patent). The Examtaer cited the Rao patent for disclosing the motivalioti for 
combming the coatiiifi apparatus of the Akedo patent and the particle production apparatus of the 
Bi patent. Appficants' maintain that the combined teachings of the references M fer short of 
teaching or suggesting the claimed invention and certainly for not render the invention mm. 
^ obvious. The Examiner's rejection can only be based on hindsight reasoning based on 
Applicants' own invwtion as a template to reconstruct the invention from the prior art. 
Applicants respectfixlly request reconsideration of the rejection based on the following 
comments. For efficiency. Applicants incoipotate by reference arguments fi-om the Amendment 
of February 3, 2004, Amendment of September 3, 2003 and the Appeal Brief of November 19, 
2002. Here, AppHcants focus on the Examiner's response to arguments. 

Tlje Examiner noted that a person of ordinary skill in the art would be charged 
with the abiUtifis of a design engineer. However, this certainly does not lead to the Examiner's 
conclusions. The Examiner asserts that the person of ordinary skiU in the art could substimte the 
"coating method" of Bi with the coating method of Akedo. There is no teaching in. the reference 

how to do this or why to do thtt. 

The Examiner notes that all obviousness analyses involve hindsight reasoning, but 
that is besides the point. By the same reasoning as the Examiner's, all inventions are obvious, 
based on hindsight, so should we dose the Patent Office? But this is also besides the point and 
not relevant under the law. Referring to MPEP 2143.01, it is well established thAt "Fact that 
References Can Be Combined Or Modified Is Not Sufficient To Establish Prima Facie 
Obviousness." Rirtheimore, referring to MPEP 2143 '"Ilie teaching or suggestion to make the 
claimed combination and the reasonable expectation of success must be both found in the prior 
art, and not based on applicant's disclosure." Citing InjeVaeck. EQndsight cannot be based on 
Applicants' own disclosure. That is clearly what the Examiner is doing in the present situation. 
Thus, the Examiner has fallen far short of establishing prma fegig obviousness. The Examinei's 
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reliance as the sole source of motivation an assertion relatmg to niaking a process continuous 
ignores the significant con^le^ of the process and the lack in the references of specific 
approach of how to combine the teachmgs of the references, the p«sent clain» invoke a 
dramatic redesign and not shnply making a process continuous. Actually, the Bi patent teaches a 
continuous process, so it is even not clear to what the Examiner is refem^^^ 
simply do not point to Applicants' claimed invention, and they provide no expectation of success. 

AppUcants respectfully request withdrawal of the rgection of claims 18-29, 33- 
42, 44, 46-51. 55-57 and 59-61 under 35 U.S.C. § 103(a) as being unpatentable ovj the Akedo 
patent, in view of the Bi patent and the Rao patent. 

P AV«^ft al.. Bi ft nr, T?"'^ ^ ^a^^ ^ 

-me Exammer rejected claims 30, 43. 45. 52 and 58 under 35 U.S.C § 103(a) as 
being unpatentable over U.S. Patentt 6,097.144 to Lehman (the I^man patent) in view of the 
Akedo patent, the Bi patent and the Rao patent, farther in view of the Kambe application. The 
Examiner cited the Lehman patent for its disclosure relating to glass coatings, the deficiencies 
of the combined disclosures of the Akedo patent, the Bi patent and the Rao patent with respect to 
AppUcants- claimed invention were described in detail above. AppUcants maintain that the 
combmed disclosures of the references do riot render AppUcants' claimed invention ^ &«§ 
obvious. AppUcants respectfaUy request reconsideration of the rejection based on the following 
comments. For efficiency, AppUcants incorporate by :^ere«ce aiguments from the Amendment 
of the Amendment of February 3. 2004, September 3. 2003 and the Appeal Brief of November 
19, 2002. 

The Lehman patent is cited for teaching glass coatings, and the Kambe 
eq^lication is cited for teaching th«t laser pyrolysis is capable of producing glass materials. The 
Kambe appUcation teaches a similar apparatus and process as disclosed in the Bi patent, which 
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has overlapping inventors with the Bi pateat. Thus, the Kambe patent does not add significantly 
any further broad teaching toward the presently claimed invention beyond the teachings of the B, 
patent, the Lebmen patent docs not teach or suggest particle production or particle deposition. 
Thus, the Lehman patent clearly does not make up for the defidenries of the Akedo patent, the 
Bi patent and the Rao patent with respect to Applicants' claimed invention. Since the Kambe 
application and the Lehman patent do not make up for the deficiencies of the Akedo patent, the 
Bi patent and the Rao patent wHh respect to AppHcants' claimed invention, the combined 
disclosures of the Lehman patent, the Akedo patent, the Bi patent, the Rao patent and the Kambe 
application does not render Apphcants' claimed invention feofi obvious. 

AppHcants respectfully request withdrawal of the rejection of claims 30, 43, 45, 
52aod 58under35U.S.C. § 103(a) as being unpatentable over the Lehman patent in view of the 
Akedo paient, the Bi patent and the Rao patent, forther in view of the Kambe appHcation. 
^ffj actinns O 'T X ^^^ ^f ^ "1 ■ Tga^be et a1 and Rao fit ^ 

The Examiner rejected claims 18-29, 33-52 and 55-61 mider 35 U.S.C. §l03(a) as 
being unpatentable over the Akedo patent in view of the Kambe application and the Rao patent. 
All the relfivam independent claims of this rejection were discussed above ta the context of the 
rejection over the Akedo patent, the Bi patent and the Rao patent. The apparatus and 
n^ethodology in the Kambe application are comparable to the correspotiding apparatus and 
methodology in the Bi patent. Hierefore, the arguments above relating to the Akedo patent, the 
Bi patent and the Rao patent ^ply equally to tiie combined disclosures of the Akedo patent, the 
Kambe application and the Rao patart. Since tiie combined disclosures of the Akedo patmt. the 
Bi patent and the Rao patent do not render Applicants' claimed invention prioia to obvious, 
the combined disclosures of the Akedo patent, the Kambe application and the Rao patent do not 
render Apphcants' claimed invention prima fifiis obvious for the reasons discussed in detail 
above as weU as in documents incorporated bty reference with respect to the arguments. 

14 



PA(X lS/22' RCVD AT 9/212004 11:41:14 AM [Eastern DayOglit Time]' SVRiUSPTO^^^^ 



09/82/2004 11:45 4049495731 PATTERSON PAGE 16/22 



AppUcationNo. 09/715,935 

Applicants respectfully request withdrawal of the rejection of claims 18-29, 33-52 and 55-61 
under 35 U.S.C. §103(a) as being unijateotable over the Akedo patent in view of the Kambe 
application and the Rao patent. 

T^f>jft ^on Over Lehip ri, AVft^^^> ^ ?1 ^^«">be et al aod.RgQ-eLi?-. 

The Examiner rejected ^laim 30 under 35 U.S.C. §l03(a) as being unpatentable 
over the Lehman patent in view of the iAkedo parent, the Kambe application and the Rao patent. 
Claim 30 depends from claim 18. The Lehman patent does not teach or suggest particle 
fonnation or particle deposition. Tlierefere. the Lehman patent does not make up for the 
deficiencies of the combined disclosure^ of the Akedo patent, the Kambe application and the Rao 
patent with respect to claim 18 and cotrespondingly claim 30. Since the combined disclosures of 
the cited references do not render claiin 30 pm fedi obvious, Applicants respectfully request 
wMidiuwal of the rejection of claim 30 under 35 U.S.C. §103(a) as being unpatentable over the 
Lehman patent in view of the Akedo pitent, the Kambe appUcation wid the Rao patent. 
p^j^^^^r^.^TVf^^^f1^ Ti.hman. A^edoet al Bi Pt ^1 R?,o et aj and Kambe e^L 

The Exammer rqected claims 31 and 32 under 35 U.S.C. §103(a) as being 
unpatentable over U.S. patent 6,074,^88 to Iran et al. (the Tran patent) in view of the Uhman 
patent and further in view of the Akedo patent, the Bi patent and the Rao patent, in view of the 
Kambe appEcation. The Examiner cited the Tran patent for disclosing optical components. 
Claims 3 1 and 32 depend from claim; 18. Above, it was noted that the combined disclosures of 
the Akedo patent, the Bi patent and fbe Rno patent do not render claim 18 pifflaa to obvious. 
Furthermore, it was noted that the Kdmbe appUcation and the Lehman patent do not make up for 
the deficiencies of the Akedo patent, ihe Bi patent and the Rao patent with respect to teaching the 
subject matter of claim 18. The Tran patent refers to -known epitaxy techniques" for depositing 
optical materials. See. for example; column 3, lines 24-27. The Tran patent does not teach 
deposition approaches that make up for the deficiencies of combming the teachings of the Akedo 
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p«»., ^. Bi p«». and Rao p,.». » obui« AppUcam,' claimed i«v««ion. Ttas, *e 
combta«l disclosures of *e Trm p3««, *e Utaan pae«. *e Akedo p.««. Ae Bi pa«»., a» 
Rao pa«« and the Ka-nbe application do oot >™der AppHcants' claimed invention pDM 
obvious. AppBcams respecMly request v*hdra»al of the rqection of clain» 31 and 32 under 
35 U S C. §103W as being unpatentable over the Tan patent in vie« of the LAman patent and 
fi^ i,, «ew of the Akedo patem, the Bi patent and ,he lUu, pa.«ft in vie», of tb. Ka»^ 

application. 

The Examiner rgected claims 31 and 32 u»d^ 35 U.S.C. §103(a) as bemg 
unpatentable over the Tran patent in view of the Lehman patent and forther in view of the Akedo 
patent, the Kambe appUcation and the Rao patent. As noted above, the combined disclosures of 
the Ttan pat«it, the Uhman patent, the Akedo patent, the Bi patent, the Rao patent and the 
Kambe application do not reader claims 31 an4 32 prtai ^ obvious. For the same reasons, 
the combined disclosures of the Tr^. patent, the Ld.man patent, the Akedo patent, the Kambe 
appUcation and the Rao patent do not reader claims 31 and 32 pto 6dS obvious. Applicants 
respeafidly request withdrawal of the rejection of claims 31 and 32 und«r 35 U.S.C. §l03(a) as 
being unpatentable over the Tran patent in view of the Lehman patent and further in view of the 
Akedo patent, the Kambe appUcation and the Rao patent. 

PrifTtinn O-'^ ^'^'^ *^ - ^ ^ ^ ^' 

The Examiner rejected claims 18-29, 33^2. 47-51, 53-57 and 59-61 under 35 

U.S.C. §103(a) as being unpatentable over U.S. Patent 6.032,871 to Bdmer et aL (the B6mer 

patent) \n view of the Bi patent and the Rao patent. Issues relating to the Bomer patent in view 

of the Bi patent have been discussed in detail prior to the issuance of the present Office Action. 

The Examiner cited the Rao patent for disclosing the motivation for combining the B6mer patent 

and the Bi patent along wHh the teaching of bow to combine the disclosures of the Bomer patent 
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and the Bi patent. However, the Rao patent confiises rather than clarifies the combination of the 
disclosures in the B6n«r patent and the Bi patent. Thm, the combined disclosures do not imder 
AppUcants' invention ^ fesie obvious. Applicants respectfully request reconsideration of the 
rejection based on the following comments. For efficiency, y^Kcants incorporate by reference 
arguments from the Amendment of Fd>maiy 3, 2004, September 3, 2003 and the Appeal Brief of 
November 19, 2002. 

the rejections based on the Bomer patent are so clearly based on hindsight, it is 
difficult to know where to begin. Eflfectively, the Bomer patent is non-analogous art to the 
particle production technology of the Bi patent. The disclosure of the Bomer patent is very 
schematic since the patent is simply directed to adjusting the charges of sprays to prevent 
repulsion of different coating materials. The BOmer patent relies on skill in the spray gun art to 
fill in huge amounts of undisclosed subject matter needed to enable the practice of the process in 
the B6mer patent. On the other hand, the Bi patent discloses a complex apparatus for performing 
sophisticated production of highly uniform nanoparticles. Persons working in the respect fields 
would not took to the other field for insights in their own art. Hie technology in the Bi patent 
required precise alignment of a sophisticated laser with a flowing reactant stream. Complex flow 
patterns are taken into account. In the spray gun technotogy, one is simply try to get a coating 
material from a pot onto a surface. To assert that these technologies can be simply combined 

requires a great leap of hindsight. 

The specific arguments above refuting the Examiner's response to AppUcants' 

argomaits apply with equal force hare. 

The Examiner has fallen far short of establishing Epma fifik obviousness. 
AppKcants respectfully request withdrawal of the rejection of claims 18-29, 33-42, 47-51, 53-57 
and 59-61 under 35 U.S.C. §103(a) as being unpatentable over the Bomer patent in view of the 
Bi patent and the Rao patent. 
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Th. Examiner , rqected claims 42-54 under 35 U.S.C §103(a) as being 
unpatentable over the BStner patent, in view of the Akedo patent. Hie Bi patent and the Rao 
pat^rrt. The Examiner cites the B6tner patent for teaching two dififerently charged part«:le 
streams. The Exanmxer asserts that the Botner patent motivates the combination of two "Akedo 
and Bi." apparatueses to provide each stream. However, as discussed in detail above and in the 
Appeal Brief of November 19. 2002, the cited references do not teach an "Akedo and Bi" 
apparatus and the Bao patent teacb^ nothing to lead to an "Akedo and Bi" apparatus. Since the 
combined disclosures of the cited references do not lead to an "Akedo and Bi" apparatus, they 
certainly do not lead to two such apparatuses. Tims, the combined teachings of the Bomer 
patent, the Akedo patent, the Bi patent a«d the Rao patent do not render Applicants' claimed 
invention prima fecig obvious. AppUcams respectfully request withdrawal of the rejection of 
claims 42-54 under 35 U.S.C. §103(a) as being unpatentable over the Bomer patent, in view of 
the Akedo patent, the Bi patent and the Rao patent. 
p^^;»« Qvftr Rao et f j* '""I T^«mecki et aL 

The Examiner rqected claims 18-20, 23, 25. 27-29, 39-41, 56 and 58-61 under 35 
U.S.C. §l03(a) as being unpatentable over the Rao patent in view of U.S. Patent 5,744,777 to 
Bemecki et aL (the Bemecki patent). The Examiner asserts that the Rao patent teaches 
Applicants' claimed methods except for teaching a movtag subsnrate. THe Examiner cited the 
Bemecki patent disclosing coating a larger substrate by moving a plasma spray relative to the 
substrate. However, the cited references do not teach or suggest all of the features of Applicants' 
claimed inventions. . Thus, the dted references do not render Applicams' claimed invention ^ 
^ obvious. Applicants incorporate by reference arguments fifom the Amendment of February 
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3, 2004 a.d Amendment of September 3, 2003. The argun>«r«s above refiiting Ihe Exanuaer's 
arguments in response to Applicants" arguments apply with ecpial force here. 

In summary, the combined disclosure of the Rao patent and the Bemecki patent 
do not render AppUcants' invention ^ fedc obvious. Applicants respectfuUy request 
withdrawal of the rgection of clain^s 18-20,23.25,27-29,39-41.56 and 58-61 under 35 U.S.C 
§103<a) as being unpatentable over the Rao patent in view of the Bemecki patent. 
Tt Rj ^inn Ov«r "Ri et al. a nd Carev. Jr. 

The Examiner rejected claims 18-22, 26-29, 33-42, 44, 46-51. 53 and 54 under 35 
U.S.C. § 103(a) as being unpatentable over the Bi patent in view of U.S. Patent 4.011,067 to 
Carey, Jr (the Carey patent). The Examiner cites the Carey patent for disclosing the movement 
of a fiber substrate. As an initial matter, the Carey patent is non-analogous art with respect to the 
Bi patent. Second, the comlsned disclosures do not provide a reasonable expectation of success. 
Thus, the combined disclosmes of the Bi patent and the Biessan pat«it do not render Appficante' 
clahned invention pmna ^ obvious. AppUcantS respectfoUy request reconsideration of the 
rejection based on the following comments. 

"In order to rely on a reference as a basis of rejection of an appHcanfs invention, 
the Inference must be in the field of applicant's endeavor or, if not, then be reasonably pertinent 
to the particular problem with which the inventor was concerned." In re Oetiker, 24 USPQ2d 
1443, 1445 (Fed. Cir. 1992). "A reference is reasonably pertinent if. even though it may be in a 
different field from that of the inventor's endeavor, H is one which, became of the matter with 
which it deals, logically would have commended itself to an inventor's attention in considering 
his problem." In re Clay, 23 USPQ2d 1058, 1060-1061 (Fed. Cir. 1992). See also, MPEP 
2141.01(a). 

The present claims are directed to a reactive process to form particles that are 
coated onto a substrate. The Bi patent similarly is used in a reactive process to form a 
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composition witWa a flow. However, the Carey pateot has nothing to do with a reactive process 
to make a material. IT^e Carey patent is directed to the coUection of airborne particulates ^ the 
atmospheric to dean the air. m px^blems to be feced in the respective situations are 

to each oth«r. The amount of particulates floating i« the air is very small. On the other hand, 
collecting synthesized particles involves larger quantities that are collected m such a not to 
interfere with the s^^thesis approach. For example, the Carey patent describes moving the filter 
material "two inches per day or less." See column 2, lines 38-42. A person in the field of 
reactive composition production in a flow would not look to home air cleaning filters for 
information on coating based on a reactive synthesis process. Thus, the Carey is not reasonable 

pertinent to the field of endeavor of the claimed invention. 

Furthermore, there is no reasonable expectation of success with respect to 

combining the teachings of these references. ^ Bi patent teaches the reaction of a flow within 
a chamber isolated from the ambient atmosphere. On the other hand, the Carey patent teaches 
the use of filter medham 14 .^th three layers to fiker air. This filter medium is not selected to 
collect significam quantities of material either to foim a coating or to harvest particles. The base 
porous web and the top porous web are very porous so that particles would be ccpected to be 
embedded within these layers. Pr^umably, the web structure interferes with the flow which can 
have very detrimental e^ts on a reactive flow as described in the Bv patent. There is no 
teaching in the combined disclosure of how to place the filt^ web within the Bi apparatus to 
obtain reasonable operation of the combined system. The webs are formed from fibers that may 
not survive the conditions. e.g.. heat, within a reactive system described in the Bi patent. See, 
column 3, lines 23-25. Since there is no teaching on how to combine the disparate technologies 
of the Bi patent and the Carey patent, the combined teachings of the references do not provide a 
reasonable expectation of success. 
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Since the Car^ patent is non-analogous art and since the combinfid teachings do 
not provide a reasonable expectation of success with respect to AppUcants' claimed invention, 
the combined teachings of the Bi patent and the Carey patent does not render Applicants' claimed 
invention ynm obvious. Applicants respectfully request withdrawal of the rejection of 
claims 18-22, 26-29, 33-42, 44, 46-51, 53 and 54 under 35 U.S,C. § 103(a) as being unpatentable 
over the Bi patent as applied to and further in view of the Carey patent. 

CONCLUSIONS 

In view of the foregoing, it is submitted that this application is in condition for 
allowance. Favorable consideration and prompt allowance of the appUcation are r«pectfiJly 
requested. 

-He Examiner is invited to telephone the omdersigned if the Examiner believes it 
would be useful to advance prosecution. 

Respectfully submitted, 



Peter S. Dardi, Ph.D. 
Registration No. 39,650 



Customer No. 24113 

Patterson, Thuente, Skaar & Christensen, P.A. 

4800 IDS Center 

80 South 8th Street 

IvCwieapolis, Minnesota 55402-2100 

Telephone; (404)949-5730 
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